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2a)M This action is FINAL. 2b)D This action is non-final. 
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tift ATI, ED ACTION 



Specification 

1. As previously set forth in paragraph 1 of the office action mailed 5/10/01, Paper No.5, it 
is noted that this application does not contain an abstract of the disclosure as required by 37 
CFR 1 .72(b). An abstract on a separate sheet is required. 

rinin, Re jections - 35 USC $ 102 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 

in a prior Office action. 

3. Claims 8,10, 16, and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
01245045. 

The rejection is adequately set forth in paragraph 3 of the office action mailed 5/10/01, 
Paper No. 5, and is incorporated here by reference. 

Claim Rejec tions - 35 USC $ 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 

in a prior Office action. 

5. Claims 1-2, 5, and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uedaetal.(U.S. 5,886,098). 
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The rejection is adequately set forth in paragraph 5 of the office action mailed 5/10/01, 
Paper No.5, and is incorporated here by reference. 

With respect to newly added claims 12-13, it is noted that col.7, lines 38-53 and col.8, 
lines 1-8 of Ueda et al. disclose the use of alkali metal or alkaline earth metal salt of sulfonic acid 
wherein the alkali metal include sodium, lithium, and potassium and the sulfonic acid has, for 
instance, 3 1 carbon atoms (when n=0 and R 2 is a hydrocarbon with 24 carbon atoms). 

6. Claims 3-4, 7, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ueda et al. as applied to claims 1-2, 5, and 12-13 above, and further in view of either 
Mukohyama (U.S. 5,700,857) or Brink et al. (U.S. 5,624,987). 

The rejection is adequately set forth in paragraph 6 of the office action mailed 5/10/01, 
Paper No.5, and is incorporated here by reference. 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. as 
applied to claims 1-2, 5, and 12-13 above, and further in view of JP 01 163252. 

The rejection is adequately set forth in paragraph 7 of the office action mailed 5/10/01, 
Paper No.5, and is incorporated here by reference. 

8. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. 
as applied to claims 1-2, 5, and 12-13 above, and further in view of Mukohyama (U.S. 
5,700,857). 



Application Number: 09/582,483 
Art Unit: 1714 



Page 4 



The difference between Ueda et al. and the present claimed invention is the requirement 

in the claims of specific ion source. 

Mukohyama, which is drawn to resin composition disclose the use of ionomer such as 
sodium salt of ethylene/methacrylic acid copolymer as well as ion source comprising (i) at least 
one source of carboxyl groups selected from the group consisting hydrocarbon acid containing 7- 
54 carbon atoms and polymers having at least one attached carboxyl group and (ii) at least one 
source of metal ions selected from sodium and potassium ion sources that react with the carboxyl 
groups of (i). The motivation for using such ion sources it as crystallization promoters to increase 
the crystallization and produce composition with excellent impact strength and high surface gloss 
(col.2, lines 4-16, col.3, line 65-col.4, line 31, col.5, lines 30-32, and col.7, lines 6-12). 

In light of the motivation for using specific ion source disclosed by Mukohyama as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such ion source in the antistatic composition of Ueda et al. in order to produce a composition 
with excellent impact strength and high surface gloss, and thereby arrive at the claimed 
invention. 

9. Claims 8, 10, 16, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ueda etal. (U.S. 5,886,098). 

The rejection is adequately set forth in paragraph 8 of the office action mailed 5/10/01, 

Paper No. 5, and is incorporated here by reference. 
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10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. as 
applied to claims 8, 10, 16, and 19 above, and further in view of Buysch et al. (U.S. 4,920,166). 

The rejection is adequately set forth in paragraph 9 of the office action mailed 5/10/01, 
Paper No. 5, and is incorporated here by reference. 

1 1 . Claims 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. 
as applied to claims 8, 10, 16, and 19 above, and further in view of either Mukohyama (U.S. 
5,700,857) or Brink et al. (U.S. 5,624,987). 

The difference between Ueda et al. and the present claimed invention is the requirement 
in the claims of specific type and amount of plasticizer. 

Ueda et al. disclose antistatic composition comprising 3-40% polyetheresteramide, 60- 
90% polymer such as ABS and EPDM, 0.2-20% ion source, and plasticizer. However, there is no 
explicit disclosure of the specific type and amount of plasticizer used as presently claimed. 

Mukohyama, which is drawn to resin composition, disclose the use of 0.1-10% plasticizer 
identical to that presently claimed, such as polyethylene glycol di-2-ethyl hexoate, in order to 
maintain the mechanical characteristics of the composition and control crystallization rate and 
molding temperature of the composition (col.3, lines 17-50). 

Alternatively, Brink et al., which is drawn to plasticizers, disclose the use of 0.5-25% 
plasticizer identical to that presently claimed such as polyethylene glycol bis(2-ethyl hexanoate), 
in order to improve moldability (col.l, lines 42-45 and col.4, lines 7-38). 

In light of the motivation for using specific type and amount of plasticizer disclosed by 
either Mukohyama or Brink et al. as described above, it therefore would have been obvious to 
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one 



in 



of ordinary skill in the art to use such plasticizer in the antistatic composition of Ueda et al. 
order to produce a composition with good mechanical properties and suitable crystallization 
rate and molding temperature, or alternatively, a composition with good moldability, and thereby 
arrive at the claimed invention. 

12. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. as 
applied to claims 8, 10, 16, and 19 above, and further in view of JP 01 163252. 

The difference between Ueda et al. and the present claimed invention is the requirement 
in the claim of specific type of molded article. 

Ueda et al. disclose that the antistatic composition is used in molded articles but there is 
no explicit disclosure that the molded article is a transfer medium-separating guide part for 

electrophotographic devices. 

On the one hand, given the broad disclosure of antistatic molded articles by Ueda et al., it 
would have been obvious to one of ordinary skill in the art to use such molded article in any 
device which required antistatic properties including transfer medium-separating guide part for 
electrophotographic devices, and thereby arrive at the claimed invention. 

On the other hand, JP 01 163252 disclose that antistatic compositions comprising 
polyether esteramide are used in copiers and for parts of electric appliances and machines, which 
clearly encompasses transfer medium-separating guide part for electrophotographic devices. 

In light of the disclosure of JP 01 163252, it therefore would have been obvious to one of 
ordinary skill in the art that the antistatic composition of Ueda et al. can in fact function as 
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transfer medium-separating guide part for electrophotographic devices, and thus, one of ordinary 
skill in the art would have arrived at the claimed invention. 

Response to Arguments 

13. Applicant's arguments filed 1 1/13/01 have been fully considered but they are not 
persuasive. 

Specifically, applicant argues that: 

(a) while JP 0125045 disclose the use of plasticizer, there is no disclosure that the 
plasticizer is for the ion-conductive polyether-based polymer as presently claimed. 

(b) Ueda et al. do no disclose ion source as presently claimed, but rather disclose 
compatibilizer which may contain ion source, 

(c) Ueda et al. lists plasticizer in laundry list of optional ingredients from which there is 
no motivation to pick and choose the plasticizer. 

(d) Comparative data in Table 1 of the present specification establishes unexpected or 
surprising results over the cited prior art. 

With respect to argument (a), while JP 0125045 does disclose that the plasticizers show 
good compatibility with ABS resin, this does not exclude the plasticizers from also being 
plasticizers for the polyether esteramide. Further, page 4, paragraph 5 of JP 0125045 disclose 
that if the amount of plasticizer is too low, the resin composition will be tacky and impossible to 
form into a sheet while if the amount of plasticizer is too high, the appearance of the sheet is 
poor. Thus, it is clear that the plasticizer functions as a plasticizer for the entire composition 
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including the polyether esteramide, not just the ABS. Additionally, it is noted that the present 
claims are not drawn to a plasticizer, but rather to a composition which includes a plasticizer 
which is clearly disclosed by JP 0125045. 

In light of the above, JP 0125045 remains a relevant reference against the present claims. 

With respect to argument (b), it is noted that regardless of what it is called, i.e. 
compatabilizer or ion source, Ueda et al. disclose alkali metal or alkaline earth metal salt of 
sulfonic acid which is identical to the ion source as presently claimed. Further, Ueda et al. 
disclose that the compatibilizer is made from monomers comprising functional groups and then 
lists 7 functional groups including those which provide a source of carboxyl or sulfo groups. 
Further preparation example 1 (col. 17, line 65-col.l8, line 10) disclose ion source as presently 
claimed. In light of the above, it is the examiner's position that there is motivation to use ion 
source as presently claimed. 

With respect to argument (c), while plasticizer is listed among a group of additives, given 
that the plasticizer is an additive which is known to be conventionally used in such composition 
as disclosed by Ueda et al. such additive would naturally appear in a list with other known 
additives. The fact remains that Ueda et al. do disclose the use of plasticizer as presently 
claimed. In light of this, and given that plasticizers are such well known additives, it is the 
examiner's position that it would have been within the skill level of one of ordinary skill in the 
art to use plasticizer in the composition of Ueda et al., and thereby arrive at the claimed 
invention. 
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With respect to argument (d), applicant points to Table 1 of the specification, specifically 
inventive example 1, wherein the composition comprises plasticizer, and comparative example 
CE 5, wherein the composition does not comprise plasticizer, and argues that in light of the fact 
that the inventive composition shows better antistatic properties, i.e. lower surface resistivity and 
volume resistivity, than the composition without plasticizer, the data establishes unexpected or 
surprising results over the cited prior art. 

However, given that Ueda et al. already disclose the use of plasticizer as presently 
claimed, and further given that Ueda et al. already disclose composition with surface resistivity 
as presently claimed, it is the examiner's position that the data pointed to by the applicant does 
not establish unexpected or surprising results over Ueda et al. 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 5 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 703-305-0208. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 703-306-2777. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661 . 





Callie Shosho 
February 22, 2002 



